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DETAILED ACTION 

Applicants' arguments, filed 1 1/04/08, have been fully considered. 
Rejections and/or objections not reiterated from previous office actions are 
hereby withdrawn. The following rejections and/or objections are either 
reiterated or newly applied. They constitute the complete set presently being 
applied to the instant application. 



Claim Rejections - 35 USC § 103 

Claims 1,6-11, 25-28, and 47 were rejected under 35 U.S.C. 103(a) as 
being unpatentable over Singh et al (US Pregrant Pub 2003/0232089, see IDS 
dated 06/24/2004) in view of Olejnlk et al (US 5,597,599) and Gohzu et al (US 
5,013,445). 

This rejection is maintained. 

Applicants assert there is no motivation to substitute the various gum 
compounds, specifically asserting the unexpected advantages suggested in 
Singh et al appear to be directed to combinations of nonionic and anionic gums. 
Further, Applicants assert the secondary references do not provide additional 
guidance over Singh et al alone. 

Where the specific combination of features claimed is disclosed within the 
broad generic ranges taught by the reference but such "picking and choosing" 
within several variables does not necessarily give rise to anticipation. Corning 
Glass Works v. Sumitomo Elec, 868 F.2d 1251, 1262 (Fed. Circ. 1989). Where, 
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as here, the reference does not provide any motivation to select this specific 
combination of variables, anticipation cannot be found. 

That being said, however, it must be remembered that "[w]hen a patent 
simply arranges old elements with each performing the same function it had been 
known to perform and yields no more than one would expect from such an 
arrangement, the combination is obvious". KSR v. Teleflex , 127 S,Ct. 1727, 
1740 (2007)(quoting Sakraida v. A.G. Pro, 425 U.S. 273, 282 (1976)). "[W]hen 
the question is whether a patent claiming the combination of elements of prior art 
is obvious", the relevant question is "whether the improvement is more than the 
predictable use of prior art elements according to their established functions." 
(Id.). Addressing the issue of obviousness, the Supreme Court noted that the 
analysis under 35 USC 103 "need not seek out precise teachings directed to the 
specific subject matter of the challenged claim, for a court can take account of 
the inferences and creative steps that a person of ordinary skill in the art would 
employ." KSR v. Teleflex . 127 S.Ct. 1727, 1741 (2007). The Court emphasized 
that "[a] person of ordinary skill is... a person of ordinary creativity, not an 
automaton." Id. at 1742. 

Consistent with this reasoning, it would have obvious to have selected 
various combinations of gums from within a prior art disclosure, to arrive 
compositions "yielding no more than one would expect from such an 
arrangement". Note, while Applicants assert Singh et al teaches towards the 
benefits of anionic and nonionic gum combinations, Examiner uses the broader 
teaching that various gums may be used together. The motivation to select the 
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instantly claimed "gums" comes from the fact that Singh et al discloses the exact 
compounds in their list of alternatives, thus leading one of ordinary skill in the art 
to pick and choose from among the group to yield no more than what would be 
expected, i.e., a viscoelastic composition. 

Olejnlk et al was simply cited to evidence mannitol and sorbitol are known 
tonicity adjusting agents, which one of ordinary skill in the art, when reading the 
need for a tonicity adjusting agent in Singh et al, would find obvious to use, given 
the compound is used for its known purpose.. 

Similarly, Gohzu et al was simply cited to evidence the amount of tris- 
hydroxymethylamino methane generally used to achieve the proper pH, which 
provides motivation to adjust the molar amount to within the instantly claimed 
range. 

Therefore, as previously argued, it would have been obvious to pick and 
choose among the gums and other additives to result the viscoelastic 
composition instantly claimed. 

Claim 20 was rejected under 35 U.S.C. 103(a) as being unpatentable over 
Singh et al (US Pregrant Pub 2003/0232089) in view of Olejnlk et al (US 
5,597,599) and Gohzu et al (US 5,013,445), further in view of Cantoro et al (US 
5,770,628). 

This rejection is maintained. 

This rejection was not addressed by Applicant. 
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Claim 22 was rejected under 35 U.S.C. 103(a) as being unpatentable over 
Singh et al (US Pregrant Pub 2003/0232089) in view of Olejnlk et al (US 
5,597,599) and Gohzu et al (US 5,013,445), further in view of Katz (US 
4,287,175). 

This rejection is maintained. 

This rejection was not addressed by Applicant. 

Conclusion 

No claims allowed. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .1 36(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Benjamin Packard whose telephone number 
is 571-270-3440. The examiner can normally be reached on M-R 8-5 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Frederick Krass can be reached on 571-272-0580. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/Benjamin Packard/ 
Examiner, Art Unit 1612 

/Frederick Krass/ 

Supervisory Patent Examiner, Art Unit 1612 



